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Detailed Action 
Response to Amendment 

1 . The amendment filed on 1/31/2005 has been entered. 

2. The amendments to the claims overcomes the 35 USC 112 second paragraph 
issues raised in the last office action with the exception of claim 16. 

Response to Arguments 

3. The arguments filed on 1/31/2005 are persuasive with the exception that 
applicant did not amend nor argue claim 16. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 13, 15-26, 29-35, and 37-41 are rejected under 35 U.S.C. 101 because 

the claimed invention is directed to non-statutory subject matter. This application is 

directed to a useful, concrete, and tangible result, however, these claims are not. 

These claims are directed to manipulating abstract ideas. State Street Bank & Trust Co. 

v. Signature Financial Group Inc. (CA FC) 47 USPQ2d 1596, 1603 (7/23/1998). 

AT&T Corp. v. Excel Communications Inc. (CA FC) 50 USPQ2d 1447. On page 1603 

first paragraph the CAFC wrote in State Street: 

Under Benson , this may have been a sufficient indicium 
of nonstatutory subject matter. However, after Diehr and 
Alappat , the mere fact that a claimed invention involves 
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inputting numbers, calculating numbers, outputting 
numbers, and storing numbers, in and of itself, would not 
render it nonstatutory subject matter, unless, of course, its 
operation does not produce a "useful, concrete and tangible 
result." Alappat , 33 F.3d at 1544, 31 USPQ2d at 1557. 7 



On page 1603 paragraph labeled [4] the CAFC wrote: 

[4] The question of whether a claim encompasses statutory 
subject matter should not focus on which of the four 
categories of subject matter a claim is directed to 
process, machine, manufacture, or composition of matter- 
but rather on the essential characteristics of the subject 
matter, in particular, its practical utility. Section 101 specifies 
that statutory subject matter must also satisfy the other 
"conditions and requirements" of Title 35, including novelty, 
nonobviousness, and adequacy of disclosure and notice. 
See In re Warmerdam , 33 F.3d 1354, 1359, 31 
USPQ2d 1754, 1757-58 (Fed. Cir. 1994). 



The specification uses the term render, graphical, and graphical representation 
very broadly, thus, when the claims use these terms they are then very broad. Figure 2 
illustrates graphics rendering module 220 and page 17 lines 8-17 discusses generating 
rendered data and supplying rendered data to the video and graphics overlay module 
222. Page 53 lines 10-19 discusses visualization and having the user see the 
graphical representation inherently on display 224. One of ordinary skill in the 
computer graphics art would recognize the rendered data is high level data and not 
pixel data representing an image of the generated graphical objects, thus, the terms 
render and graphical are very broad and cover abstract results of calculations. 
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According to the specification an image is displayed on the stereo display 224 to 
allow the user to view in a displayed graphical environment the position of the 
instrument, the path the instrument needs to follow, the position of the target, and over 
time the movement of the instrument towards the target. The display of the graphical 
environment allows the user to visually receive feedback as the user repositions the 
instrument in order to align the instrument to the path. 

However, the claims do not claim the video and graphics overlay module 222 and 
stereo display 224 which allow the user to visualize the results of the calculations made 
in the graphics rendering module 220. Thus, the claims do not claim the practical utility 
of the invention but instead claim the abstract results of graphics rendering module 220. 

Claims 13 and 15-22: 

These claims do not claim a concrete, tangible, and useful result. The claimed terms 
rendering and graphical are abstract terms. The aligning step does not produce a 
concrete, tangible, and useful result because it is abstract alignment and the claimed 
intended function "to align the instrument to the path" in the claim does not occur in the 
claim, it is just an intended function and does not occur until the user views the image 
displayed on stereo display 224 because the user actually repositions the instrument to 
the path while viewing the augmented reality display on stereo display 224 and the 
claim does not claim this. 
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Claims 23-26, 29, 30, 40, and 41 : 

These claims do not claim a concrete, tangible, and useful result. The claimed terms 
rendering, graphical, and graphical representation are abstract terms. The defining a 
point and tracing a pose steps are insignificant pre-calculation steps that do not claim a 
concrete, tangible, and useful result. The aligning step does not produce a concrete, 
tangible, and useful result because it is abstract alignment and the claimed intended 
function "to align the instrument to the path" in the claim does not occur in the claim, it is 
just an intended function and does not occur until the user views the image displayed on 
stereo display 224 because the user actually repositions the instrument to the path 
while viewing the augmented reality display on stereo display 224 and the claim does 
not claim this. 

Claims 31-34: 

These claims do not claim a concrete, tangible, and useful result. The claimed terms 
rendering graphical, and graphical representation are abstract terms. The defining a 
point and tracing a pose steps are insignificant pre-calculation steps that do not claim a 
concrete, tangible, and useful result. The choosing step is abstract because the 
graphical representation is an abstract representation of graphical environment. The 
aligning step does not produce a concrete, tangible, and useful result because it is 
abstract alignment and the claimed intended function "to align the instrument to the 
path" in the claim does not occur in the claim, it is just an intended function and does 
not occur until the user views the image displayed on stereo display 224 because the 
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user actually repositions the instrument to the path while viewing the augmented reality 
display on stereo display 224 and the claim does not claim this. 

Claims 35, 38, and 39: 

These claims do not claim a concrete, tangible, and useful result. The claimed terms 
rendering, graphical, graphical information, and graphical representation are abstract 
terms. The defining a point and tracing a pose steps are insignificant pre-calculation 
steps that do not claim a concrete, tangible, and useful result. The rendering graphical 
information step is abstract because the graphical information is an abstract 
representation of graphical environment. The aligning step does not produce a 
concrete, tangible, and useful result because it is abstract alignment and the claimed 
intended function "to align the instrument to the path" in the claim does not occur in the 
claim, it is just an intended function and does not occur until the user views the image 
displayed on stereo display 224 because the user actually repositions the instrument to 
the path while viewing the augmented reality display on stereo display 224 and the 
claim does not claim this. 

Claim 37: 

This claim does not claim a concrete, tangible, and useful result. The claimed terms 
rendering, graphical, graphical information, and graphical representation are abstract 
terms. The defining a point and tracing a pose steps are insignificant pre-calculation 
steps that do not claim a concrete, tangible, and useful result. The aligning step does 
not produce a concrete, tangible, and useful result because it is abstract alignment and 
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the claimed intended function "to align the instrument to the path" in the claim does not 
occur in the claim, it is just an intended function and does not occur until the user views 
the image displayed on stereo display 224 because the user actually repositions the 
instrument to the path while viewing the augmented reality display on stereo display 224 
and the claim does not claim this. The limitation after the wherein clause does not add 
a concrete result because the directly observed limitation is an abstract process. This 
claim does not claim the user directly observes the distance from the display graphical 
environment display on stereo display 224. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 13, 15-26, 29-35, and 37-41 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 13: 

Claim 13 lines 11-12 has been amended to claim "aligning the at least one 
identified graphical axis marker with respect to the at least one graphics guide to align 
the instrument to the path". This step is incomplete because it does not state how the at 
least one graphics guide is aligned to the instrument to the path. Thus essential steps 
in understanding the claim have been omitted, such omission amounting to a gap 
between the steps. See MPEP § 21 72.01 . The specification describes the user of the 
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instrument, when viewing the augmented reality display on stereo display 224, 
repositions the instrument so the instrument moves towards alignment with the target 
and consequentially the instrument's corresponding displayed graphical axis marker 
becomes aligned with the displayed graphics path guide. Alternatively if the user 
moved the instrument away from alignment with the target then the instrument's 
corresponding displayed graphical axis marker will not become aligned with the 
displayed graphics path guide. Therefore additional steps need to be added to this 
claim to clarify how the claimed claim "aligning the at least one identified graphical axis 
marker with respect to the at least one graphics guide to align the instrument to the 
path" occurs. 

Claim 23: 

Claim 23 has the same limitation at lines 16-17 that claim 13 has at lines 11-12. 
31: 

31 has the same limitation at lines 16-17 that claim 13 has at lines 11-12. 
Claim 35: 

Claim 35 has the same limitation at lines 17-18 that claim 13 has at lines 11-12. 



Claim 
Claim 



Claim 
Claim 



37: 

37 has the same limitation at lines 14-15 that claim 13 has at lines 11-12. 
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Claims 15-22, 24-26, 29, 30, 32-34, and 38-41: 

These dependent claims do not correct the problems noted above for their 
respective independent claims. 

Claim 16: 

This claim conflicts with amended to claim construction and rendering at least 
one graphical axis marker while claim 16 claims the method according to claim 13, 
further comprising the step of selecting an existing feature of the instrument to be a 
graphical axis marker. Constructing and rendering at least one graphical axis marker is 
different than using an existing feature as a graphical axis marker. Additionally claim 
16 does not clearly claim whether the graphical axis marker in the claim 16 is the same 
graphical axis marker found in parent claim 13 or another graphical axis marker in 
addition to the previously claimed graphical axis marker. 

8. A prior art rejection cannot be made because the metes and bounds of the 
claims are not definite and because the specification does not limit the broad and 
questionable claim limitations. Thus, an indication of allowability would be premature. 
In re Steele, 305 F.2d 859,134 USPQ 292 (CCPA 1962) (it is improper to rely on 
speculative assumptions regarding the meaning of a claim and then base a rejection 
under 35 U.S.C. 103 on these assumptions). Claim amendments are necessary to 
overcome the 112 and 101 rejections. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffery A Brier whose telephone number is (571 ) 272- 
7656. The examiner can normally be reached on M-F from 7:00 to 3:30. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Michael 
Razavi, can be reached at (571) 272-7664. The fax phone Number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Jeffery A Brier 
Primary Examiner 
Art Unit 2672 



